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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group I in the reply filed on 7/27/05 is 
acknowledged. The traversal is on the ground(s) that a single inventive concept runs 
through the claims of both Groups of claims. This is not found persuasive because the 
application claims two distinct inventions. One invention is a product and the other is a 
method of using that product. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

1 . Claim 8 is objected to for containing an improper MARKUSH group. This 
objection can be overcome by replacing the words "is" and "or" and replacing them with 
the phrases "is selected from the group consisting of and "and," respectively. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

3. Claims 1 - 5, 8 - 12, 15, and 18 - 21 rejected under 35 U.S.C. 102(b) as being 

anticipated by Dawson et al (5,465,792). 

With respect to claim 1 : Dawson et al teaches in column 1 , line 60 - column 3, 
line 5 a method for inhibiting or controlling inorganic scale formations in a subterranean 



Application/Control Number: 10/671,156 Page 3 

Art Unit: 3676 

formation or in a wellbore, comprising pumping downhole a copolymer comprising: 
quaternary ammonium salt; and an acrylamide unit. 

With respect to claims 2-5: Dawson et al teaches in column 2, line 54 - column 
3, line 5 a method wherein the quaternary ammonium salt is dimethyldiallylammonium 
chloride. 

With respect to claims 8 -10: Dawson et al teaches in column 2, lines 62 - 65 a 
method wherein the acrylamide unit is acrylamide. 

With respect to claim 1 1 : Dawson et al teaches in column 6, lines 16 - 20 a 
method wherein the copolymer is pumped downhole as a component of a carrier fluid. 

With respect to claim 12: Dawson et al teaches in column 3, lines 48 - 64 a 
method wherein the copolymer is pumped downhole as part of a brine. 

With respect to claim 15: Dawson et al teaches in column 3, lines 48 - 64 a 
method wherein the copolymer is pumped downhole as a component of an acidizing 
fluid. 

With respect to claims 18 and 19: Dawson et al teaches in column 5, lines 2-13 
a method wherein the molar ratio of acrylamide unit:diallyldimethylammonium salt is 
from about 1:1 to about 3:1. 

With respect to claims 20 and 21 : Dawson et al teaches in column 2, line 54 - 
column 3, line 5 a method wherein the copolymer further comprises an acrylic acid unit. 
Additionally, the reference teaches a method wherein the acrylic acid unit is acrylic acid, 
(meth)acrylic acid or a salt thereof. 
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4. Claims 1 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Aften et al (5,432,530). 

With respect to claim 1: Aften et al teaches in column 1, line 41 - column 4, line 
26 a method for inhibiting or controlling inorganic scale formations in a subterranean 
formation or in a wellbore, comprising pumping downhole a copolymer comprising: 
quaternary ammonium salt; and an acrylamide unit. 

With respect to claim 14: Aften et al teaches in column 2, lines 41 - 55 a method 
wherein the copolymer is pumped downhole as a component of a fracturing fluid. 

5. Claims 1,17, and 23 - 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Weaver et al (4,532,052). 

With respect to claim 1 : Weaver et al teaches in column 12, line 3 - column 57, 
line 65 a method for inhibiting or controlling inorganic scale formations in a 
subterranean formation or in a wellbore, comprising pumping downhole a copolymer 
comprising: quaternary ammonium salt; and an acrylamide unit. 

With respect to claim 17: Weaver et al teaches in column 6, lines 25 - 45 a 
method wherein the weight average molecular weight of the copolymer is between from 
about 500,000 to about 5,000,000. 

With respect to claim 23: Weaver et al teaches in column 12, lines 13 - 20 a 
method wherein the copolymer is a block or random copolymer. 

With respect to claims 24 and 25: Weaver et al teaches in column 12, line 3 - 
column 57, line 65 a method wherein the copolymer is a random or block copolymer 
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composed of units of acrylamide and diallyldimethylammonium salt and, optionally, 
acrylic acid or a sodium salt thereof. 

6. Claims 1 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Emmons et al (5,21 3,691 ). 

With respect to claim 1 : Emmons et al teaches in column 1 , line 26 - column 4, 
line 6 a method for inhibiting or controlling inorganic scale formations in a subterranean 
formation or in a wellbore, comprising pumping downhole a copolymer comprising: 
quaternary ammonium salt; and an acrylamide unit. 

With respect to claim 16: Emmons et al teaches in column 1 , lines 26 - 30 a 
method wherein the inorganic scale formations are zinc sulfide or iron sulfide scale 
formations. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the ' 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dawson 
et al in view of Brookey et al (6,123,159). 

With respect to claim 13: Dawson et al teaches the features as previously 
claimed except for wherein the brine carrier fluid comprises contains calcium bromide, 
zinc bromide, calcium chloride, sodium bromide or a combination thereof. Brookey et al 
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teaches in column 3, lines 43 - 51 a method wherein the brine carrier fluid comprises 
contains calcium bromide, zinc bromide, calcium chloride, sodium bromide or a 
combination thereof. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have modified Dawson et al's invention by 
using calcium bromide, zinc bromide, calcium chloride, sodium bromide or a 
combination thereof in the brine carrier fluid in view of Brookey et al. The motivation for 
this combination is that these are common salts used in brines. 

9. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dawson 
et al in view of Weaver et al. 

With respect to claim 22: Dawson et al teaches the features as previously 
claimed except for wherein the weight average molecular weight of the copolymer is 
between from about 500,000 to about 5,000,000. Weaver et al teaches the features as 
previously claimed. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have modified Dawson et al's invention by 
using the a copolymer where the average molecular weight of the copolymer is between 
from about 500,000 to about 5,000,000 in view of Weaver et al. The motivation for this 
combination is that copolymers at these molecular weights have unexpected stability 
and effectiveness. 

10. Claims 27 - 29 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dawson et al in view of Emmons et al. 

With respect to claims 27 - 29 and 31 : Dawson et al teaches the features as 
previously claimed except for wherein the inorganic scale formations are zinc sulfide or 



i 
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iron sulfide scale formations. Emmons et al teaches the features as previously claimed. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Dawson et al's invention by using the invention 
wherein the inorganic scale formations are zinc sulfide or iron sulfide scale formations in 
view of Emmons et al. The motivation for this combination is that iron and zinc sulfides 
are common inorganic scale formations. 

1 1 . Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dawson 
et al and Emmons et al as applied to claim 27 above, and further in view of Aften et al. 

With respect to claim 30: Dawson et al and Emmons et al teach the features as 
previously claimed except for wherein the copolymer is pumped downhole as a 
component of a fracturing fluid. Aften et al teaches the features as previously claimed. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the combination of Dawson et al's and Emmons et 
al's invention by pumping a copolymer downhole as a component of a fracturing fluid in 
view of Aften et al. The motivation for this combination is that this invention is suitable 
as an additive for inhibiting clay swelling. 

12. Claim 32 is rejected under 35 U.S.C: 103(a) as being unpatentable over Dawson 
et al and Emmons et al as applied to claim 27 above, and further in view of Reeves, III 
et al (4,630,679). 

With respect to claim 32: Dawson et al and Emmons et al teach the features as 
previously claimed except for wherein the copolymer is soluble in a brine having a 
density greater than or equal to 14.0 lb/gal. Reeves, III et al teaches in column 3, line 
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65 - column 4, line 5 a method wherein the copolymer is soluble in a brine having a 
density greater than or equal to 14.0 lb/gal. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have modified the 
combination of Dawson et al's and Emmons et al's invention by using a copolymer that 
is soluble in a brine having a density greater than or equal to 14.0 lb/gal in view of 
Reeves, III et al. The motivation for this combination is that this is a density range that 
general brines exhibit. 

13. Claim 33 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dawson et al and Emmons et al view of Reeves, III et al. 

With respect to claim 33: Dawson et al and Emmons et al teach the features as 
previously claimed except for wherein the copolymer is soluble in a brine having a 
density greater than or equal to 14.0 lb/gal. Reeves, III et al teaches in column 3, line 
65 - column 4, line 5 a method wherein the copolymer is soluble in a brine having a 
density greater than or equal to 14.0 lb/gal. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have modified the 
combination of Dawson et al's and Emmons et al's invention by using a copolymer that 
is soluble in a brine having a density greater than or equal to 14.0 lb/gal in view of 
Reeves, III et al. The motivation for this combination is that this is a density range that 
general brines exhibit. 

14. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dawson 
et al, Emmons et al, and Reeves, III et al as applied to claim 33 above, and further in 
view of Weaver et al. 
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With respect to claim 34: Dawson et al, Emmons et al, and Reeves, III et al 
teach the features as previously claimed except for wherein the weight average . 
molecular weight of the copolymer is between from about 500,000 to about 5,000,000. 
Weaver et al teaches the features as previously claimed. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the combination of Dawson et al's, Emmons et al's, and Reeves, III et al's 
invention by using a copolymer wherein the weight average molecular weight of the 
copolymer is between from about 500,000 to about 5,000,000 in view of Weaver et al. 
The motivation for this combination is that copolymers at these molecular weights have 
unexpected stability and effectiveness. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Blair et al (6,787,506) teaches a method of inhibiting or 
controlling inorganic scale formations. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryan A. Fuller whose telephone number is (571) 272- 
81 19. The examiner can normally be reached on M - Th 7:30 - 5:00 and alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian E. Glessner can be reached on (571) 272-6843. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 




Brian E. Glessner 
Supervisory Patent Examiner 
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